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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments, see p. 9, filed 02/12/2009, with respect to the rejection of 
claims 24-27 under 35 U.S.C. 112, second paragraph have been fully considered and 
are persuasive. The rejection of claims 24-27 has been withdrawn. 

2. Applicant's arguments filed 02/1 2/2009 with respect to the remaining claims have 
been fully considered but they are not persuasive. The claims, as written, read on 
Landsberger. Landsberger teaches a holding portion which is fully capable of mediating 
the positioning of the receiving portion within the container by moving said holding 
portion. To demonstrate, hold the container motionless and move the motor 20, to which 
is attached the holding portion 18, which in turn holds (in a contactless manner) and 
moves the receiving portion 22 by virtue of a magnetic field. 

3. Applicant's arguments do not comply with 37 CFR 1 .1 1 1 (c) because they do not 
clearly point out the patentable novelty which he or she thinks the claims present in view 
of the state of the art disclosed by the references cited or the objections made. Further, 
they do not show how the amendments avoid such references or objections. Further, 
applicant's argument that the measuring chamber 30 is not designed for "holding" any 
receiving element is incorrect, in that additives are placed in said cavity (abstract) and 
are held there, at least until such time as mixing begins, the event of which is not 
pertinent to an apparatus claim. 

Similar considerations reveal that applicant's method claims also read on 
Landsberger. In operation, the holding portion 18 of Landsberger moves (rotates) in a 
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direction relative to the container (rotation, while not linear, nevertheless comprises 
movement in a direction relative to the container), and in so doing positions the 
receiving portion 30 in the container: therefore, the receiving portion is held in the 
container by the holding portion by means of contactless coupling, as required by the 
method. While not asserted in the rejection statement, examiner notes that the holding 
portion of Landsberger is fully capable of mediating a linear movement of the receiving 
portion in the container by movement of the holding portion relative to the container 
(discussed above), such as would be suggested to one of ordinary skill in the art during 
positioning of the motor 20 with attached holding portion 18 for the purpose of 
positioning the receiving portion 22, by way of example, in the center of the container. 
By stating that the receiving portion is held in the container by holding portion, examiner 
does not assert that said receiving portion cannot physically be removed in the 
presence of the holding portion, but such manner of holding is not required by the claim. 
As already stated, the receiving portion is held (in a position on the bottom of the 
container) and moved by virtue of a magnetic field produced by the holding portion. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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2. Claims 1-8, 10-12 and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by K. Landsberger, U.S. Patent 3,749,369 (herein after Landsberger). 

Landsberger teaches a magnetic stirrer (holding device) comprising a support 
structure 14 on which a container is supported, the support structure including a 
magnetic bar 18 (holding portion) to affect rotation of the mixing and measuring device 
12 (col 2, lines 26-32; Figs. 1-3) (receiving portion in a container, said portion coupled in 
contactless manner to the holding portion). Landsberger further teaches the mixing and 
measuring device 12 comprises a chamber 27 defined by a cavity 30 (col 2, lines 40-42) 
for holding additives (col 4, lines 10-12) (cap-like receiving/collecting element, held by 
receiving portion). The mixing measuring element 12 (receiving portion), held in the 
container, is fully capable of holding a plurality of cavities 30 (receiving elements) and is 
preferably made of an inert material such as tetrafluoroethylene polymer (col 2, lines 35- 
37) (polytetrafluoroethylene). Further, the magnetic bar 18 (holding portion) and the 
mixing device 12 (receiving portion) are coupled in a contactless manner by magnetism, 
and the container 16 is open at the top (Fig. 1) and may be transparent (allows 
illumination of receiving element). With respect to claims 2, 3, 1 1 -1 2 and 1 6, as well as 
the element comprising positioning of the holding portion at multiple locations within the 
container, examiner notes that intended use language in apparatus claims is not 
accorded patentable weight where the statement of intended use does not distinguish 
over the prior art apparatus (MPEP 21 1 1 .02). Moreover, the system of Landsberger is 
fully capable of positioning the receiving portion at multiple locations by moving the 
motor 20 to which is attached the holding portion 18. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 9, 13-14 and 17-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Landsberger. 

For Claim 9, Landsberger does not teach the material comprising the magnetic 
bar 18 (holding portion). It would have been obvious to one of ordinary skill in the art at 
the time of invention to use a material such as Teflon (tetrafluoroethylene polymer) in 
order to provide a durable and low friction material capable of withstanding prolonged 
movement. 

For Claims 1 3 and 14, Landsberger does not teach the container taking the form 
of a Petri dish or a container comprising a base and a cover. It would have been 
obvious to one of ordinary skill in the art to use a container comprising a Petri dish (with 
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a base and a cover), as one of a limited number of alternate shapes, in order to provide 
the convenience of such inexpensive and disposable containers, without loss or 
compromise of function. Further, one of ordinary skill in the art would have found 
desirable to use a dish with a cover in order to allow addition or removal of material 
before and after operation of the device while maintaining a clean working environment 
for the container. 

For Claims 17-22, Landsberger does not teach the device designed for 
computer-assisted position. The structure as disclosed in Landsberger is fully capable 
of use in laser microdissection and computer-assisted adjustment of the magnetic bar 
(holding portion of the holding device) through control of the motor 20 and it would have 
been obvious to one of ordinary skill in the art to use such control in order to provide the 
automation of control, to include changes in rate of operation, provided by a computer 
and controlling software. 

Further, Landsberger does not specifically teach the steps of a method to 
arrange a receiving and holding portion with respect to each other, the receiving portion 
being in the container. Examiner notes that such steps are inherent to the structure, in 
that the device of Landsberger comprises the structural components of the instant 
claim, fully assembled. It would have been obvious to one of ordinary skill in the art to 
assemble such device for operation by a method comprising the step of placing the 
magnetic bar with cavity (receiving portion with receiving element) into the container at 
the base (which comprises a cover) and in contactless coupling with the magnetic bar 
18 (holding portion in the vicinity of the receiving portion) which is outside the base 
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(cover) of the container. With regard to the holding portion moving in a direction relative 
to the container, in operation, the holding portion 18 of Landsberger moves (rotates) in a 
direction relative to the container (rotation, while not linear, nevertheless comprises 
movement in a direction relative to the container), and in so doing positions/moves the 
receiving portion 30 in the container. 

For Claim 23, Landsberger does not teach sterilizing the magnetic bar with cavity 
(receiving portion) prior to assembly of the device. It would have been obvious to one of 
ordinary skill in the art to sterilize such element in order to provide for prevention of 
microbial contamination of reagents or biological materials in the container that might 
adversely alter the reactivity or composition of such materials. 



Allowable Subject Matter 

6. Claims 15 and 24-27 are objected to as being dependent upon rejected base 
claims, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

7. The following is a statement of reasons for the indication of allowable subject 
matter: With respect to claim 15, no prior art of record was found that teaches or fairly 
suggests a container with first and second membranes that are laser light transmitting 
and absorbing, respectively, and for which one of ordinary skill in the art would find 
motivation to combine with the device of Landsberger. With respect to claims 24-27, the 
claims recite the elements of a method of laser microdissection with use of a device 
comprising a container with holding and receiving portions that are in contactless 
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coupling. No prior are of record teaches or fairly suggests laser microdissection with 
such device. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIMOTHY G. KINGAN whose telephone number is 
(571)270-3720. The examiner can normally be reached on Monday-Friday, 8:30 A.M. 
to 5:00 P.M., E.S.T. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571 272-1267. The fax phone number for 
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the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



TGK 



/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 



